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DETAILED ACTION 



Claim Objections 



1 . Claims 9 and 18 are objected to because of the following informalities: 

Claims 9 and 18 recite conditional limitations. As per claim 9, the claim recites the 
limitation "if said section 1031 exchange is disallowed." As per claim 18, the claim 
recites the limitation "if the Internal Revenue Service disallows said section 1031 
exchange." There is no requirement within claims 9 and 18 that the limitation must 
occur. It is unclear to the examiner what happens when a section 1031 exchange is 
allowed. Applicant is requested to clarify what happens in the scenario of a section 
1031 exchange being allowed. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



2. Claims 1-25 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap 
between the steps. See MPEP § 2172.01. 

3. As per claims 1 ,9, and 18, the omitted steps are: 
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(a) assessing the risk of disallowance for a proposed section 1031 exchange using a 
risk-assessment algorithm, 

(b) determining a premium insurance payment due from taxpayer based upon the 
assessed risk of disallowance for a proposed section 1031 exchange, 

(c) receiving the premium insurance payment from the taxpayer, 

(c) disallowing a section 1031 exchange, 

(d) paying the taxpayer according to the insurance contract. 

4. Claims 2-8, 10-17, and 19-25 are dependent upon the above rejected claims and 
therefore lack the same essential steps. These claims are rejected for the same 
reasons listed above for claims 1 , 9, and 18. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Roberts et al. (U.S. 2002/0013750); in view of Haberman, (PCT/US00/10476). 

6. As per claim 1, Roberts discloses a Section 1031 exchange, (Roberts, U 10). 
However, Roberts fails to dislose a method for providing an insured result for providing 
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a taxpayer with insurance that at least a portion of any tax, penalty and interest 
assessed will be paid to said taxpayer. 

Such a method is well-known in the art as evidenced by Haberman, (Haberman, 
p. 3, lines 15-20). Although Haberman discloses a method for insuring against estate 
tax liability, it would be obvious to apply the tax indemnification method disclosed by 
Haberman to the Section 1031 tax issue disclosed by Roberts. 

It would be obvious to one of ordinary skill in the art at the time of the invention to 
combine Roberts and Haberman. The motivation would be to provide a low risk method 
of enabling investors to realize substantial tax-deferred benefits in accordance with 
Section 1031, (Roberts U 22, 23). 

7. Claims 2, 3, 6-12, 15-20, 23-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roberts, in view of Haberman, and further in view of Greco et 
al., (U.S. 5,809,478). 

8. As per claim 2, the collective system of Roberts and Haberman fails to disclose a 
method further comprising qualifying said taxpayer for insurance coverage by obtaining 
information relating to said Section 1031 exchange. 

Greco discloses a method further comprising qualifying said taxpayer for 
insurance coverage by obtaining information, (Greco, Fig. 2; col. 3, line 16-col. 4, line 
56)(taxpayer is equivalent to customer). Greco fails to disclose that the information 
relates to a Section 1031 exchange. However, limitations related to Section 1031 



Application/Control Number: 10/034,558 Page 5 

Art Unit: 3626 

exchanges are obvious for the reasons provided in the rejection of claim 1 and those 
reasons are incorporated herein by reference. 

The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman is as provided in the rejection of claim 1 and is incorporated 
herein by reference. 

It would be obvious at the time of the invention to combine Greco with the 
collective system of Roberts and Haberman. The motivation would be to assemble data 
and render decisions based on the data, (Greco, col. 1, lines 65-67). 

9. As per claim 3, the claim contains substantially the same limitations as claim 2 
and therefore the reasons for the rejection of claim 2 are incorporated herein by 
reference. 

The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 

10. As per claim 6, the collective system of Roberts and Haberman fails to disclose a 
method further comprising qualifying a taxpayer for insurance coverage includes 
determining that said Section 1031 exchange meets applicable exchange safe harbors. 

Greco discloses a method further comprising qualifying said taxpayer for 
insurance coverage by obtaining information, (Greco, Fig. 2; col. 3, line 16-col. 4, line 
56). Taxpayer is equivalent to customer because they performs an identical function in 
substantially the same way and produce substantially the same results. Greco fails to 
disclose that the information relates to a Section 1031 exchange. However, limitations 
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related to Section 1031 exchanges are obvious for the reasons provided in the rejection 
of claim 1 and those reasons are incorporated herein by reference. 

The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 

11. As per claim 7, the collective system of Roberts and Haberman fails to disclose a 
method further comprising insuring said taxpayer against said Section 1031 exchange 
being disallowed including obtaining insurance underwriting from an insurance carrier. 

Greco discloses a method further including obtaining insurance underwriting from 
an insurance carrier, (Greco, col. 1 , lines 23-28). Greco fails to disclose limitations 
related to a Section 1031 exchange. However, limitations related to Section 1031 
exchanges are obvious for the reasons provided in the rejection of claim 1 and those 
reasons are incorporated herein by reference. 

The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 

12. As per claim 7, the collective system of Roberts and Haberman fails to disclose a 
method further comprising insuring said taxpayer against said Section 1031 exchange 
being disallowed including providing said taxpayer with a certificate of indemnification. 

Greco discloses a method further including providing said taxpayer with a 
certificate of indemnification, (Greco, Fig. 2, #295; col. 4, lines 38-41). Issuing an 
approved policy is equivalent to providing said taxpayer with a certificate of 
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indemnification because it performs an identical function in substantially the same way 
and produces substantially the same results. Greco fails to disclose limitations related 
to a Section 1031 exchange. However, limitations related to Section 1031 exchanges 
are obvious for the reasons provided in the rejection of claim 1 and those reasons are 
incorporated herein by reference. 

The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 
13. As per claim 9, the collective system of Roberts and Haberman suggest 
limitations related to Section 1031 exchanges that are obvious for the reasons provided 
in the rejection of claim 1 and those reasons are incorporated herein by reference. The 
collective system of Roberts and Haberman fails to disclose the remaining limitations of 
claim 9. However, these limitations are well known in the art as evidenced by Greco. 
Greco discloses a method further comprising: 

(a) qualifying a taxpayer for insurance coverage, (Greco, col. 1 lines 17-61) (Risk- 
evaluation is equivalent to qualification because it performs an identical function in 
substantially the same way and produces substantially the same results); 

(b) insuring said taxpayer, (Greco, col. 1 lines 17-61); and 

(c) providing a payment to said taxpayer, (Greco, col. 1 lines 17-61) (delivering core 
benefits to a customer is equivalent to providing a payment to said taxpayer because it 
performs an identical function in substantially the same way and produces substantially 
the same results). 
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The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 

14. As per claim 10, Roberts discloses a Section 1031 exchange, (Roberts, U 10). 
However, Roberts fails to dislose a method for providing an insured result for providing 
a taxpayer with insurance that at least a portion of any tax, penalty and interest 
assessed will be paid to said taxpayer. 

Such a method is well-known in the art as evidenced by Haberman, (Haberman, 
p. 3, lines 15-20). Although Haberman discloses a method for insuring against estate 
tax liability, it would be obvious to apply the tax indemnification method disclosed by 
Haberman to the Section 1031 tax issue disclosed by Roberts. 

The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 

15. As per claims 1 1 and 19, the claims contains substantially the same limitations 
as claim 2 and therefore the reasons for the rejection of claim 2 are incorporated herein 
by reference. 

The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 
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16. As per claims 12 and 20, the claims contain substantially the same limitations as 
claim 3 and therefore the reasons for the rejection of claim 3 are incorporated herein by 
reference. 

The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 

17. As per claims 15 and 23, the claims contain substantially the same limitations as 
claim 6 and therefore the reasons for the rejection of claim 6 are incorporated herein by 
reference. 

The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 

18. As per claims 16 and 24, the claims contain substantially the same limitations as 
claim 7 and therefore the reasons for the rejection of claim 7 are incorporated herein by 
reference. 

The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 

19. As per claim 17 and 25, the claims contain substantially the same limitations as 
claim 8 and therefore the reasons for the rejection of claim 8 are incorporated herein by 
reference. 
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The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 
20. As per claim 18, the collective system of Roberts, Haberman and Greco 
discloses a method of facilitating a Section 1031 exchange for a taxpayer, said method 
comprising: 

(a) serving as a qualified intermediary for said Section 1031 exchange, (Roberts, 
Fig. 1); 

(b) insuring said taxpayer, (Greco, col. 1 lines 17-61); and 

(c) providing a payment to said taxpayer, (Greco, col. 1 lines 17-61) (delivering core 
benefits to a customer is equivalent to providing a payment to said taxpayer because it 
performs an identical function in substantially the same way and produces substantially 
the same results). 

Although the collective system of Roberts, Haberman and Greco fails to disclose 
a method for insuring against Section 1031 liability, Haberman discloses a method for 
insuring against estate tax liability. It would be obvious to apply the tax indemnification 
method disclosed by Haberman to the Section 1031 tax issue disclosed by Roberts. 

The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 
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21. Claims 4, 13 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roberts, in view of Haberman, further in view of Greco et al., 
and further in view of Koresco, V, (U.S. 6,963,852). 

22. As per claim 4, the collective system of Roberts, Haberman and Greco fail to 
disclose a method further comprising requiring said taxpayer to provide information 
relating to said Section 1031 exchange in affidavit form. 

However, providing information via an affidavit is old and well-known as 
evidenced by Koresco, (Koresco, col. 14, line 30). Koresco fails to disclose that the 
information relates to a Section 1031 exchange. However, limitations related to Section 
1031 exchanges are obvious for the reasons provided in the rejection of claim 1 and 
those reasons are incorporated herein by reference. 

The statement of obviousness and motivation to create the collective system of 
Roberts and Haberman, and to then add Greco to the system, is as provided in the 
rejection of claim 2 and is incorporated herein by reference. 

It would be obvious to one of ordinary skill in the art to incorporate Koresco into 
the collective system of Roberts, Haberman and Greco. The motivation would be to take 
advantage of better tax treatment, (Koresco, col. 2, lines 11-15). 

23. As per claims 13 and 21, the claim contains substantially the same limitations as 
claim 4 and therefore the reasons for the rejection of claim 4 are incorporated herein by 
reference. 
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The statement of obviousness and motivation to create the collective system of 
Roberts, Haberman, Greco and Koresco is as provided in the rejection of claim 4 and is 
incorporated herein by reference. 

24. Claims 5, 14, and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roberts, in view of Haberman, further in view of Greco et al., 
and further in view of Koresco, V, and further in view of official notice of the 
common law of contracts. 

25. As per claim 5, the collective system of Roberts, Haberman and Koresco fail to 
disclose a method further comprising conditioning payment of said insurance on the 
veracity and completeness of information provided by said taxpayer. 

However, such a method is well-known in the art as evidenced by Greco. Greco 
discloses that the accuracy of the risk evaluation depends upon the accuracy of the 
data forming the basis of the evaluation, that the accuracy of the risk evaluation is 
germane to the creation of the insurance policy, and that the policies are accepted or 
rejected based upon the risk-assessment, (Greco, Col. 1, lines 17-38). Greco fails to 
disclose conditioning payment by the insurance company upon the veracity and 
completeness of information. 

However, if a policy were accepted based upon incorrect information that did not 
accurately convey to the insurance company the risk factors of the customer, the 
insurance policy would be voidable. It is well-known common law that if the first party to 
a contract commits fraud, the second party's obligations are voidable. Also well-known 
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is the common-law principle that, if the first party to a contact misunderstands the 
subject matter of the contract and the second party knows of the misunderstanding of 
the first party, the first party's obligations are voidable. 

Therefore, examiner takes official notice that it would be obvious under contract 
principles of common-law to condition payment of insurance upon the veracity and 
completeness of information provided to the insurance company by the customer. 

The statement of obviousness and motivation to create the collective system of 
Roberts, Haberman, Greco and Koresco is as provided in the rejection of claim 4 and is 
incorporated herein by reference. 

26. As per claims 14 and 22, the claims contain substantially the same limitations as 
claim 5 and therefore the reasons for the rejection of claim 5 are incorporated herein by 
reference. 

The statement of obviousness and motivation to create the collective system of 
Roberts, Haberman, Greco and Koresco is as provided in the rejection of claim 4 and is 
incorporated herein by reference. 

The statement of obviousness and motivation to consider common law in 
addition to the the collective system of Roberts, Haberman, Greco, and Koresco is as 
provided in the rejection of claim 5 and is incorporated herein by reference. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure is as follows: Bosco et al, (5,191,522); Kern et al., (6,604,080); 
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Cianciarulo etal., (6,922,720); Bourghesi etal., (5,950,169); Walker et al., (6,119,093); 
Joao, (U.S. Pub. 2002/0032586); Hartigan, (U.S. Pub. 2002/0022976). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell S. Glass whose telephone number is 571-272- 
3132. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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